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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address -- 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MO NTH (S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

!)□ Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)K This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 1-18 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) K Claim(s) 1-18 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 
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2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Art Unit: 3722 

1 . The use of the trademark FIX-PERFECT® has been noted in this application. It should 
be capitalized wherever it appears and be accompanied by the generic terminology. 

Although the use of trademarks is permissible in patent applications, the proprietary 
nature of the marks should be respected and every effort made to prevent their use in any manner 
which might adversely affect their validity as trademarks. 

2. The specification is objected to as failing to provide proper antecedent basis for the 
claimed subject matter. See 37 CFR 1.75(d)(1) and MPEP § 608.01(o). Correction of the 
following is required: the range of speeds set forth in claims 2 and 8 do not have basis as such in 
the specification. It is noted that tables I and II set forth portions of these ranges, but the values 
as set forth in claims 2, 8, 11, and 17 are not present in the specification. 

3. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

4. Claims 1-3, 8-12, 17, and 18 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Dahl et al 2002/0076286 (which subsequently issued as US patent 6896452). Paragraphs [0003] 
and [0007] discuss an engine block of aluminum and having liners of cast iron, and the method 
of milling this workpiece with a silicon nitride based cutting tool insert at a speed of 1000-3000 
m/min. Conversion to English units falls within the ranges of present claims 2, 8, 1 1, and 17. 
Paragraph [0028] discusses the ability to turn off coolant, which still leaves the option of using 
coolant. 
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5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 4 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable over Dahl et 
al '286 in view of the article "Opportunities for Advanced Ceramics to Meet the Needs of the 
Industries of the Future." Dahl et al does not explicitly set forth the composition of claims 4 and 
13. Page 2-5 of the "Opportunities" article discusses the advantages using of Si(3)N(4) for face 
milling on cast iron, by noting its resistance to temperature, high cutting speeds, and increased 
tool life, also providing a lower cost. It is considered to have embodied the insert of Dahl et al of 
Si(3)N(4) as taught by the "Opportunites" article in view of its high cutting speed, increased tool 
life, lower cost, and resistance to temperature. 

7. Claims 5-7 and 14-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Dahl et al '286 in view of Yeckley (6693054). Dahl et al does not explicitly set forth the 
compositions of claims 5-7 and 14-16. Lines 18-31 of column 4 of Yeckley discuss a cutting 
tool for machining cast iron having alpha prime sialon and beta prime sialon phases. It is 
considered to have been obvious to have embodied the tool of Dahl et al as a sialon composition 
as taught by Yeckley in order to provide a tool having improved properties and cutting 
performance. 

8. Claims 5-7 and 14-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Dahl et al '286 in view of Mehrotra et al (4880755). Dahl et al does not explicitly set forth the 
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compositions of claims 5-7 and 14-16. Column 1, lines 19-38, of Mehrotra et al discuss a cutting 

tool insert having alpha prime sialon and beta prime sialon phases, such that the insert has 

increased toughness, high hot hardness and elevated temperature compressive strength. It is 

considered to have been obvious to have embodied the tool of Dahl et al as a sialon composition 

as taught by Mehrotra et al in order to provide a tool having improved toughness and hardness. 

9. Any inquiry concerning the content of this communication from the examiner should be 
directed to Daniel Howell, whose telephone number is 571-272-4478. The examiner's office 
hours are typically about 10 am until 6:30 pm, Monday through Friday. The examiner's 
supervisor, Monica Carter, may be reached at 571-272-4475. 

In order to reduce pendency and avoid potential delays, Group 3720 is encouraging 
FAXing of responses to Office actions directly into the Group at FAX number to 571-273-8300. 
This practice may be used for filing papers not requiring a fee. It may also be used for filing 
papers which require a fee by applicants who authorize charges to a USPTO deposit account. 
Please identify Examiner Daniel Howell of Art Unit 3722 at the top of your cover sheet. 




Daniel W. Howell 
Primary Examiner 
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